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					Popular tourist design held invalid 


					
					
					
												A design, which is no doubt familiar to most readers, has been held invalid by Recorder Douglas Campbell QC in a recent IPEC decision (here).
Background
The Claimant, Mr Erol, brought a claim against Posh Fashion Limited for infringement of his two registered designs (dated 18 May 2011) which were for the front and back of a hoody and tee-shirt bearing a legend which consists of the word London, the Union flag and the word England (the “London+Flag+England” legend). The designs are registration numbers 4 020 066 and 4 020 067 respectively.
The Defendant sought to invalidate both designs on the basis that neither of them were new and/or had individual character. In particular, the Defendant relied on three pieces of prior art:
	A brochure by Urban Attitude dated 1999 which included a tee-shirt and hoody bearing the “London+Flag+England” legend;
	A screenshot of a tourist outlet’s (Lambert Souvenirs) website which featured a red hoodie bearing the “London+Flag+England” legend; and
	Images from the website of KK Hosiery (which was run by Mr Zarguly of the Defendant) which feature hats and caps bearing the “London+Flag+England” legend.

The issue of infringement largely fell away during the trial – the Defendant did run a non-infringement defence on the basis of colour alone as, if the designs were held to be valid they were limited to red and grey but the Defendants did not sell any red hoodies or grey tee-shirts.
The key issue to be considered at trial was therefore whether or not the designs were valid.
Legal issues
For a design to be registered it must be (i) new and (ii) have individual character (s.1B(1) Registered Deigns Act 1949 (as amended) (the ‘RDA’).
A design is new if “no identical design or no design whose features differ only in immaterial details has been made available to the public before the relevant date” (s.1B(2) RDA). A design has individual character “if the overall impression it produces on the informed user differs from the overall impression produced on such a user by any design which has been made available to the public before the relevant date” (s.1B(3) RDA).
Further, with regard to colour “if colour forms no part of the design then it is conventional to file the design in black and white. Similarly, if a particular colour does form part of an aspect of a design then it may be filed wholly or partly in that colour. So also, if monochrome colours are a feature of the design, this can be shown by placing the design against a background of a uniform but different colour." (Lord Neuberger, in PMS v Magmatic [2016] UKSC 12)
The Court’s decision
In his decision Recorder Douglas Campbell QC stated that the “hoody shown in the [066] design is unexceptional” and that “the only element which can convey novelty and/or original character on the design as a whole is the legend itself”. Mr Campbell QC also found that the colours formed part of the design.
On the basis of the hoody’s “unexceptional” design Mr Campbell QC found the 066 design invalid having regard to the Urban Attitude Brochure. In particular, he found that the  Urban Attitude “London+Flag+England” legend is identical to the 066 design and that changing the colour from blue (as in the Urban Attitude Brochure) to red did not confer individual character. Accordingly, even if the 066 design was novel over Urban Attitude, it would lack individual character with respect to it.
The 067 design was also invalid having regard to the Urban Attitude Brochure for the same reasons.
Given that the designs were invalid with respect to the Urban Attitude Brochure it was not necessary to consider validity over Lambert Studios or KK Hosiery. That said, Mr Campbell QC did briefly address the Lambert Studios prior art and confirmed that the designs were invalid having regard to this as well.
This judgment is perhaps unsurprising and will no doubt be welcome news for all of the tourist outlets across London!
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            Reflections on International Women’s Day 
        


        
        
            As we mark International Women’s Day (IWD) I reflect on my own mixed feelings about this day of celebration.  My first engagement with IWD came in the early 2010s when I had the honour of working in a female founded alternative law firm which celebrate...
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            My journey from student to associate 
        


        
        
            It’s officially National Careers Week, a week to focus on providing career guidance to help support young people leaving education.  As in previous years, we wanted to highlight the different routes available to young people after completing educ...
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            Design Rights and Video Evidence Wrongs 
        


        
        
            ASR Interiors Limited v 1) AWS Trading Limited and 2) Giatalia International Limited A design rights case that provides an example of the wrong way to give video evidence. Background In 2020, the Claimant a Coventry-based furniture wholesaler ASR Inter...
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            “I was only one of two girls in my physics AS-level class” 
        


        
        
            Today is International Day of Women and Girls in Science. Last year, Women in STEM reported that the percentage of female graduates with core STEM degrees is on the rise, however, still accounts for just 26%.  Chiara Banas, Patent Scientist at EIP, is ...
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